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Status 



1)13 Responsive to communication(s) filed on 14 November 2006 . 
2a)n This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for fonnal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 11. 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-35 is/are pending in the application. 
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5) 0 Claim(s) is/are allowed. 

6) n Claim(s) is/are rejected. 

?)□ Claim(s) is/are objected to. 
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Application Papers 
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DETAILED ACTION 

Restriction is required under 35 U.S.C. 121 and 372, 

This application contains the following inventions or groups of inventions which 
are not so linked as to form a single general inventive concept under PCT Rule 13.1. 
Furthermore, under PCT Rule 13.2 the requirement of unity of invention referred to in 
PCT Rule 13,1 shall be fulfilled only when there is a technical relationship among those 
inventions involving one or more of the same or corresponding special technical 
features. The expression "special technical features" shall mean those technical 
features that define a contribution which each of the claimed inventions, considered as 
a whole, makes over the prior art. 

In accordance with 37 CFR 1 .499, applicant is required, in reply to this action, to 
elect a single invention to which the claims must be restricted. 

Groups 1-806, claim(s) 1-35, drawn to a siNA molecule that directs cleavage of a 
GPRA RNA wherein said siNA comprises any of SEQ ID NOs. 1-806. 

This application contains 806 inventions claimed in the International Application 
covered by the claim(s) indicated below: 

Claim 33 specifically claims siNA compounds having SEQ ID NOs. 1-806, which 
are targeted to a gene encoding a GPRA RNA and does not comply with the 
requirements of unity of invention (Rules 13.1, 13.2, and 13.3) for the reasons indicated 
below: 
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According to the guidelines in Section {f)(i)(a) of Annex B of the PCT 
Administrative Instructions, the special technical feature as defined by PCT Rule 13.2 
shall be considered to be met when all the alternatives of a Markush-group are of 
similar nature. For chemical alternatives, such as the claimed siNA sequences, the 
Markush group shall be regarded as being of similar nature when (A) all alternatives 
have a common property or activity and (B)(1) a common structure is present, i.e, a 
significant structure is shared by all of the alternatives or (B)(2) in cases where the 
common structure cannot be the unifying criteria, all alternatives belong to an art 
recognized class of compounds in the art to which the. invention pertains. 

The instant siNA sequences are considered to be each separate invention for the 
following reasons: The sequences do not meet the criteria of (A), common property or 
activity or (B)(2), art recognized class of compounds. Although the sequence target and 
modulate expression of the same gene, each siNA sequence behaves in a different way 
in the context of the claimed invention. Each sequence targets a different and specific 
region of a nucleic acid associated with a GPRA and each member of the class cannot 
be substituted; one for the other, with the expectation that the same intended result 
would be achieved. Further, although the sequences target the same gene, the 
sequences do not meet the criteria of (B)(1), as they do not share, one with another, a 
common core structure. Accordingly, unity of invention between the sequences is 
lacking and each sequence claimed is considered to constitute a special technical 
feature. 
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In view of the foregoing, one (1 ) siNA sequence is considered to be a reasonable 
number of sequences for examination. Accordingly, applicants are required to elect a 
total of one (1) siNA sequence from claims 33. 



Further, this application contains claims directed to more than one species of the 
generic invention. These species are deemed to lack unity of invention because they 
are not so linked as to form a single general inventive concept under PCT Rule 13,1. 

The species are as follows: 

Claim 32 are drawn to specifically to different species of GPRA RNA comprising 
GenBank Accession No. NM_207173 or NM_207172 and therefore one GPRA RNA 
must be elected. The target GPRA RNAs are distinct from each other because each 
requires different siNA sequences that would bind to and regulate expression of said 
GPRA RNA differently. Moreover, the search and examination for more than one of the 
GPRA RNA is burdensome because the searches are not coextensive. 

Applicant is advised that the reply to this requirement to be complete must 
include an election of the invention to be examined even though the requirement be 
traversed (37 CFR 1.143). 

Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
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remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .17(i). 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kimberly Chong whose telephone number is 571-272- 
31 1 1 . The examiner can normally be reached Monday thru Friday between 7-4 pm, 

if attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Schultz can be reached at 571-272-0763. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Patent applicants with problems or questions regarding electronic images that 
can be viewed in the Patent Application Information Retrieval system (PAIR) can now 
contact the USPTO's Patent Electronic Business Center (Patent EBC) for assistance. 
Representatives are available to answer your questions daily from 6 am to midnight 
(EST). The toll free number is (866) 217-9197. When calling please have your 
application serial or patent number, the type of document you are having an image 
problem with, the number of pages and the specific nature of the problem. The Patent 
Electronic Business Center will notify applicants of the resolution of the problem within 
5-7 business days. Applicants can also check PAIR to confirm that the problem has 
been corrected. The USPTO's Patent Electronic Business Center is a complete service 
center supporting all patent business on the Internet. The USPTO's PAIR system 
provides Internet-based access to patent application status and history information. It 
also enables applicants to view the scanned images of their own application file 
folder(s) as well as general patent information available to the public. For more 
information about the PAIR system, see http://pair-direct.uspto.gov. 

For all other customer support, please call the USPTO Call Center (UCC) at 800- 
786-9199. 
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